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DETAILED ACTION 

1 . The Oath or Declaration for this application is nnissing. Applicant's cooperation 
is appreciated by submitting a copy of Oath or Declaration in response to the Office 
action . 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1,4-13,18-21,24-33,38-42 and 44-45 are rejected under 35 U.S.C. 
102(e) as being anticipated by anticipated Friedman et al (6,584,541). 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 

Regarding claims 1, 21,41 and 44 , Friedman teaches (Fig. 1 ) a method 
comprising : 
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providing a solid-state memory (30) device comprising a three dimensional memory 
array of vertically stacked filed programmable memory cells, the memory device 
further comprising an electrical connector coupled with the memory array; 

(b) connecting the electrical connector of the memory device with an electrical 
connector of a digital media source; 

(c) selecting a digital media file for storage in the memory device ; 

(d) field-programming the field-programmable memory ceils of the memory device 
with the selected digital media file; and 

(e) disconnecting the memory device from the digital media source (column . 5, lines 
5-10, column 2, lines 45-68, column 4, lines 4-27). 

Further for claims 21 and 44, Friedman teaches the memory is a write once 
field programmable memory cells (column 2,. lines 39-64). 

Regarding claims 4 and 24, Henry further teaches the invention of Claim 1 , 
wherein the digital media source is located on an end user's premises. 

Regarding claims 5 and 25, Friedman teaches the digital media source 
comprises a digital media playback device (10)(column 2, lines 60-68, Fig. 1).. 

Regarding claims 6 and 26, Friedman further teaches the invention of Claim 1, 
wherein the digital media file comprises a digital media file selected from the group 
consisting of digital music, digital audio, digital video, at least one digital still image, a 
sequence of digital images, digital books, digital text, a digital map, digital data, games, 
software, or any combination thereof (column 3, lines 1-30).. 
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Regarding claims 7 and 27, Friedman further teaches the digital media file is 
manually selected (column 3, lines 30-68). 

Regarding clainns 8 and 28, Friedman further teaches the digital media file is 
automatically selected (column 3, lines 30-68). 

Regarding claims 9 and 29, Friedman further comprising retrieving the selected 
digital media file from a storage device internal to the digital media source since the 
media file stored in the memory of the storage device can be played from the memory . 

Regarding claims 10 and 30, Friedman further teaches retrieving the selected 
digital media file from a storage device external to the digital media source (column 3, 
lines 15-20).. 

Regarding claims 1 1 and 31 , Friedman further teaches the invention of Claim 
1 0, wherein the digital media source is coupled to the external storage device via a 
network, (column 3, lines 15-20). 

Regarding claims 12 and 32, Friedman further teach the network comprises the 
Internet (column 3, lines 15-20).. 

Regarding claims 13 and 33, Friedman further teaches the selected digital 
media file is generated by the digital media source (column 3, lines 1-45). 

Regarding claim 18, Friedman further teaches the invention of Claim 1, wherein 
the memory cells comprise write-once memory cells (column 4, lines 25-40). 

Regarding claim 19, Friedman further teaches the invention of Claim 1 , wherein 
the memory cells comprise write-many memory cells (column 4, lines 25-40). 
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Regarding claim 20, Friedman further teaches the memory cells comprise a 
semiconductor 

Regarding claim 38, Friedman further teaches the memory array comprises a 
three dimensional memory array (column 2, lines 54-68, column 4, lines 24-36). 

Regarding claim 39, Friedman further teaches the memory array comprises a 
two dimensional memory array (column 4, lines 24-29). 

Regarding claim 40, Friedman further teaches the memory cells comprise a 
semiconductor material (column 2, lines 45-63). 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 



Application/Control Number: 09/823,489 Page 6 

Art Unit: 2616 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Clainns 1,4-13,15-21,24-33,35-42 and 44-45 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Henry et al in view of Johnson et al (6,034,882). 

Regarding claims 1 ,21 ,41-42, and 44-45, Henry discloses a method for field- 
programming a solid-state memory device (Fig. 1 ) with a digital media file , the method 
comprising: 

(a) providing a solid-state memory device comprising a memory cells, the 
memory device further comprising an electrical connector coupled with the memory 
array; 

(b) connecting the electrical connector of the memory device with an electrical 
connector of a digital media source; 

(c) selecting a digital media file for storage in the memory device (section 
0019); 

(d) field-programming the field-programmable memory cells of the memory device 
with the selected digital media file; and 

(e) disconnecting the memory device from the digital media source (section 0029). 
Henry fails to teaches that the solid state memory is a three-dimensional 

memory array of vertically-stacked field-programmable memory cells . 
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Johnson teaches a solid state mennory comprising a three-dimensional 
memory array of vertically-stacked field-programmable memory cells for storing the data 
(column 1, lines 1-20, column 5, lines 20-40). 

It would have been obvious to one of ordinary skill in the art to modify Henry 
with Johnson by using a solid state memory comprising a three-dimensional memory 
array of vertically-stacked field-programmable memory cells as taught by Johnson as 
an alternative to the solid state memory of Henry for storing the media file . 

Regarding claims 4 and 24, Henry further teaches the invention of Claim 1 , 
wherein the digital media source is located on an end user's premises. 

Regarding claims 5 and 25, Henry further teaches the digital media source 
comprises a digital media playback device (sections 0013, 0021). 

Regarding claims 6 and 26, Henry further teaches the invention of Claim 1 . 
wherein the digital media file comprises a digital media file selected from the group 
consisting of digital music, digital audio, digital video, at least one digital still image, a 
sequence of digital images, digital books, digital text, a digital map, digital data, games, 
software, or any combination thereof (sections 001 8, 0021 ). 

Regarding claims 7 and 27, Henry further teaches the digital media file is 
manually selected (sections 0035-0036) 

Regarding claims 8 and 28, Henry further teaches the digital media file is 
automatically selected, (sections 0035 -0036) 
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Regarding claims 9 and 29, Henry further comprising retrieving the selected 
digital media file from a storage device internal to the digital media source since the 
media file stored in the memory of the storage device can be selectively retrieved by the 
user (sections 0008-001 1 ) . 

Regarding claims 10 and 30 Henry further teaches retrieving the selected digital 
media file from a storage device external to the digital media source (Fig. 3, sections 
0022,0032-0033,0035). 

Regarding claims 11 and 31, Henry further teaches the invention of Claim 10, 
wherein the digital media source is coupled to the external storage device via a network. 
(Fig. 3, section 0032). 

Regarding claims 12 and 32, Henry further teach the network comprises the 
Internet (Fig. 3, section 0032-033). 

Regarding claims 13 and 33, Henry further teaches the selected digital media 
file is generated by the digital media source (sections 0022,0032-0033). 

Regarding claims 15 ad 35, Henry as modified with Johnson further teaches : 

connecting the electrical connector of the memory device with an electrical 
connector of a digital media playback device; and 

with the digital media playbackdevice, playing the digital media file field 
programmed in the memory device (See Henry, sections 0008,0035, Fig. 1), 

Regarding claims 16 and 36, Henry further teaches the digital media playback 
device comprises a device selected from the group consisting of a digital audio player, a 
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digital audio book an electronic book, a digital camera, a game player, a general- 
purpose computer, a personal digital assistant, a portable telephone, a printer, and a 
projector (section 0018, 0022). 

Regarding claims 17 and 37 , Henry further teaches the digital media file will 
only play if played from the memory device since the media file is stored in the 
memory device and played from the memory device. 

Regarding claim 18, Henry as modified with Johnson further teaches the 
invention of Claim 1 , wherein the memory cells comprise write-once memory cells (See 
Johnson column 1, lines 30-45). 

Regarding claim 19, Henry as modified with Johnson further teaches the 
invention of Claim 1 , wherein the memory cells comprise write-many memory cells See 
Johnson column 1, lines 30-45). 

Regarding claim 20, Henry teaches the memory cells comprise a semiconductor 

Regarding claim 38, Henry as modified with Johnson further the memory array 
comprises a three dimensional memory array (Johnson , column 5, lines 30-37). 

Regarding claim 39, Henry as modified with Johnson teaches the memory 
array comprises a two dimensional memory array (Johnson columns 1 ,3). 

Regarding claim 40, Henry as modified with Johnson teaches the memory cells 
comprise a semiconductor 30 material (Johnson column 1). 
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6. Claims 2,3 ,14, 22,23 and 34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Henry et al in view of Johnson et al (6,034,882) in view of Montoya 
et al (5.949,688). 

Regarding claims 2,3 and 22-23, Henry fails to teach that the digital media 
source comprises a kiosk or is located in a retails store . However, it is noted that 
providing a digital media source comprises a kiosk and located in a retail store is well 
know in the art as taught by Montoya (Figs. 1-4, column 4, lines 15-63, column 5, lines 
9-20). Therefore it is obvious to one o ordinary skill in the at to modify Henry with 
Montoya by provide the media source at location in kiosk or retailer as an 
alternative to the location of the digital media source of Henry. 

Regarding claims 14 and 34, Henry as modified with Montoya further teaches 
charging a user of the memory device for a digital media file (See Montoya column 4, 
lines 15-63).. 

7. Claims 43 and 46 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Henry et al in view of Johnson et al (6,034,882) in view of Mackintosh et al 
(6317,784). 

Regarding claims 43 and 46, Henry as modified with Johnson fails to specifically 
teach the digital media file is transferred from a digital media source to the memory 
device via a wireless connection. However it is noted that using a wireless connection 
for transferring the data from a digital media source is well known in the art as taught 
by Mackintosh (column 5, lines 1-30). It would have been obvious to of ordinary skill in 
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the art to modify Henry with Mackintosh by provide the memory device of Henry with 
a wireless connection for receiving the media file thereby enhancing the capacity of the 
memory device of Henry for receiving the media filed from wireless connection 
source 

8. Claims 41 and 44 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Takahashi e al (5,966,495) in view of Leedy (5,915,167). 

Regarding claims 41 and 44, Takahashi discloses a method for field- 
programming a solid-state, write-once memory device with a digital media file, the 
method comprising 

(a) providing a solid-state memory device comprising a memory array, the memory 
device further comprising an electrical connector coupled with the memory array; 

(b) connecting the electrical connector of the memory device with an electrical 
connector of a digital media source; 

(c) selecting a digital media file for storage in the memory device; 

(d) field-programming memory cells of the memory array of the memory device with 
the selected digital media file (column 7, line 1-30); and 

Takahashi fails to specifically teach that the memory device comprising a 
plurality of write once cells. 

Leedy (5,91 5, 1 67) teaches a solid state memory of the type of field 
programmable memory having a plurality write once cells (column 3, lines 65 to 
column 4, line 18, column 15, lines 60-67). 
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It would have been obvious to one of ordinary skill in the art to modify 
Takahashi with Leedy by using the solid state memory of Leedy as an alternative 
to the memory of Takahashi for storing the media files in order to improve the 
density of data of the media files been stored on the memory . 

Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi\ 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 , 130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

10. Claim 44 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 1 of U.S. Patent No. 6,584,541 . 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the difference between claims 44 of the present application and 
claims 1 of U.S. Patent No. 6,584,541 is that claims 1 of U.S. Patent No. 6,584,541 
further recite a rewritable memory for storing the data to be transferred to the solid 
state memory that is not recited in claim 44 . However it is noted that eliminating a 
part is obvious to a practitioner in the art See Elimination of an element and its 



function— /n re Karlson, 153 USPQ 184 (CCPA 1963). 
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Therefore, it would have been obvious to one of ordinary skill in the art to 
modify claims 1 of U.S. Patent No. 6,584,541 by eliminating the rewrite memory in 
claim 1 and providing the media file to the write once memory to produce claim 44 of 
the present application. 



Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Yap et al and Tseng et al e al teach a vending machine for 
recording media file on a medium or memory . Nii teaches a kiosk as means for 
distributing the media files. Namias teaches recording video at a kiosk 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HUY T. NGUYEN whose telephone number is (571) 
272-7378. The examiner can normally be reached on 8:30AM -6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Groody can be reached on (571 ) 272-7950. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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